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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)K Responsive to communication^) filed on 17 January 2007 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) H Claim(s) 1-14 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-14 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12/12/2006 has 
been entered. An action on the RCE follows. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 , 4, 8 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Baudouin (US 6,373,127), hereinafter Baudouin. 

Regarding Claim 1 , Baudouin (refer to Figure 6a) teaches an integrated circuit (IC) 
comprising: 
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a primary substrate (61 ,66) having a top surface, a bottom surface and a plurality 
of side surfaces; 

a plurality of contacts (connected to 68) on the top surface of the primary 
substrate (61 ,66) connecta'ble to pins (64) of a packaging element; and 

a capacitive coating (65) directly contacting at least the bottom surface of the 
primary substrate (61 ,66) to make contact with a lead frame (62) intended to secure 
the primary substrate to the packaging element. 

Regarding Claim 8, Baudouin (refer to Figure 6a) teaches an electronic device 
comprising: 

a packaging element having a number of pins (64) to externally connect the 
electronic device; 

an integrated circuit (61 ,66) having a top surface, a bottom surface, and a 
plurality of side surfaces; 

a plurality of contacts (connected to 68) on the top surface of the IC and 
connected to the pins (64) of the packaging element; 

a capacitive coating (65) directly contacting at least the bottom surface of the IC 
(61,66); and 

a lead frame (62) to secure the IC to the packaging element, the capacitive 
coating (65) sandwiched between the IC (61) and the lead frame (62). 
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Regarding claims 4 and 1 1 , Baudouin teaches that the capacitive coating is a capacitive 
dielectric (Col. 4, lines 24-32 and 63-65). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2, 3, 5-7, 9, 10 and 12-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baudouin. 

Regarding Claims 2 and 9, Baudouin teaches substantially the claimed structure, but 
does not specifically state that the capacitive coating has a capacitance that is "lower 
than an internal capacitance of the IC". However, Baudouin teaches that the 
parameters controlling capacitance may be modified to achieve a designated 
capacitance to suit a specific application (Col. 7, lines 34-36). It would have been , 
obvious to one of ordinary skills in the art at the time of the invention to modify the 
device of Baudouin such that the capacitive coating has a capacitance that is lower than 
an internal capacitance of the IC. The ordinary artisan would have been motivated to 



Application/Control Number: 1 0/81 1 ,656 Page 5 

Art Unit: 2811 

modify Baudouin for at least the purpose of achieving a lower effective capacitance 
(when two capacitors are connected in series, the resulting effective capacitance is 
lower than capacitance of either of the capacitors). 

Regarding Claims 3 and 1 0, Baudouin (refer to Figure 6a) teaches that the capacitive 
coating extends from the bottom surface to the plurality of side surfaces (at least to the 
edges of side surface that are common with the bottom surface) of the primary 
substrate. 

Further, note that it is well known in the art that the capacitance of a parallel plate 
capacitor is governed by the formula: 

C = € 0 € r — 

where 

C is the capacitance in in farads, F 

£ 0 is the permittivity of free space, measured in farads per meter 

e r is the dielectric constant: or relative permittivity of the insulator used > : : 

A is the area of each plane electrode, measured in square metres: 

d is the separation between the electrodes (or thickness of dielectric between the 

capacitor plates), measured in meters 
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It is clear from the above formula that capacitance is substantially independent of any 
dielectric that extends outside the area (A in above formula) to the side surfaces of the 
substrate/IC; i.e. the claimed device would have capacitance substantially the same as 
the device where dielectric does not extend to the side surfaces (also acknowledged in 
applicant's specification). Therefore, alternatively, it would have been obvious to one of 
ordinary skills in the art at the time of the invention to modify the device of Baudouin so 
as to allow the capacitive coating extending from the bottom surface to the plurality of 
side surfaces of the primary substrate/IC. The ordinary artisan would have been 
motivated to modify Baudouin for at least the purpose of achieving cost savings 
resulting from not having to reject parts if capacitive coating inadvertently extends to the 
side surfaces. 

Regarding Claims 6, 7, 13 and 14, Baudouin teaches substantially the claimed : 
structure, but does not specifically state that the capacitive coating has a thickness of 
"between 0.01 millimeters and 1.0 millimeters" (for claims 6 and 13), or "substantially 
0.1 millimeters" (for claims 7 and 14) .; ;As shown in the above stated formula for : 
capacitance, C, the capacitive coating thickness (d in the above formula) is merely a 
de$ign:^ 

that may be varied to achieve a desired rap^ lines 24-32). It would have : 

peerfObyipUs to 

device of Baudouin such that the capacitive coating has a thickness of "between 0.01 
millimeters and 1.0 millimeters" (for claims 6 and 13), or "substantially 0.1 millimeters";; ;:;: 
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(for claims 7 and 14) The ordinary artisan would have been motivated to modify 
Baudouin for at least the purpose of achieving a specific value of capacitance (Col 4, 
lines 24-32). 

Claims 1, 4, 8 and 11 are also rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bissey (US 6,054,754), hereinafter Bissey, in view of Baudouin. 



Regarding Claim 1 , Bissey (refer to Figure 1) teaches an integrated circuit (12) 
comprising: 

a primary substrate having a top surface (16), a bottom surface (36), and a 
plurality of side surfaces; 

a plurality of contacts (14) on the top surface (16) of the primary substrate 
connectable to pins (28 or 30) of a packaging element (20); and 

a capacitive coating (32) contacting (via intervening members 22 and 40) at least 
the bottom surface (36) of the primary substrate to make contact with a lead frame 
(22A) intended to secure the primary substrate to the packaging element. 



However, Bissey does not teach that the capacitive coating is "directly" contacting at 



least the bottom surface of the primary substrate. Baudouin teaches 



circuit 



(65) is directly contacting at least the bottom surface of the primary substrate (61,66) 



primary substrate and 



capacitive coating 



an integrated 



wherein the capacitive coating 



would have been obvious to one 



of ordinary skills 



in 



the 



art 



at 



the time 



of the 



invention 



It 
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to 



modify the device of Baudouin such that the capacitive coating is "directly" contacting 



at least the bottom surface of the primary substrate. The ordinary artisan would have 



been motivated to modify Baudouin for at least the purpose of achieving a 



lower cost 



structure if a single capacitor was required unlike Bissey which is optimized for multiple 



c^pacitors:;^ 



3, lines 58 



Regarding Claim 8, Bissey (refer to Figure 1) teaches an electronic device comprising: 

a packaging element (20) having a number of pins (28 or 30) to externally 
connect the electronic device; 

an integrated circuit (12) having a top surface (16), a bottom surface (36), and a 
plurality of side surfaces; 

a plurality of contacts (14) on the top surface (16) of the IC (12) and connected to 
the pins (28 or 30) of the packaging element (20); 

a capacitive coating (32) contacting (via intervening members 22 and 40) at least 
the bottom surface (36) of the IC (12); and, 

a lead frame (22A) to secure the IC to the packaging element, the capacitive 
coating (32) sandwiched between the IC (12) and the lead frame (22A). 

However, Bissey does not teach that the capacitive coating is "directly" 
contacting at least the bottom surface of the IC. This limitation has already been 
addressed in the rejection of claim 1 abobe in view of Baudouin. 
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Regarding claim 4 and 1 1 , Bissey teaches that the capacitive coating (32) is a 
capacitive dielectric (Col. 3, lines 50-55). 

Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bissey 
(US 6,054,754), hereinafter Bissey, in view of Baudouin. 

Regarding Claims 5 and 12, Bissey teaches substantially the claimed structure, but 
does not specifically state that the capacitive dielectric has "a lowk value". However, : 
Bissey teache^ that ^ 

widely and may be tailored to suit particular requirements (Col. 5, lines 29-32). Since 
applicant had eompletely failed to disclose the composition or material of the capacitive 
coating, the above teaching encompasses all well known dielectrics and corresponding 
k values - ± high, bw or anything therebetween.^ 

ordinary ski|lS;in ^ sirt at the time of the invention tO;m^^ Bissey such 

that the capacitive dielectric has "a low k value". The ordinary artisan would have been 
motivated to modify Bissey for at least the purpose of achieving a low capacitance for a 
given thickness of the dielectric, since capacitance is dire^ 
constant (refe^ 

Response to Arguments 

Applicant's arguments with respect to claims 1 and 8 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajay K. Arora whose telephone number is (571) 272- 
8347. The examiner can normally be reached on Mon through Fri, 8am to 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Elms can be reached on (571) 272-1869. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




